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DETAILED ACTION 

1 . This action is responsive to communications: Amendment filed on 08/06/2004 

2. Claims 1-30 are pending in this case. Claims 1,13, and 24 are independent 
claims. Claims 25, 27, and 29 have been cancelled. Claims 1 , 3, 4, 8, 9, 24, 26, 28, 
and 30 have been amended. 

3. The rejection of claim 1 under 35 U.S.C. 112, second paragraph as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention has been withdrawn in view of amendment to the 
claim. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 13, and 17-19 remain rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

As the claims are currently written claim 13 contradicts claims 17-19. As stated 
an entered new word is automatically stored in a list, then it is compared to the list to 
see if it exists in the list. At no point is it possible for the word not to exist in the list 
since the word was automatically added to the list one step before, thus rendering any 
spell-checker/auto-completion module completely useless. For the purpose of 
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examination, the examiner has interpreted claim 13 as it is stated excluding the 
limitation that pertains to automatically storing the word in a word list in response to the 
indication. A proper correction will be required to overcome this rejection. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 1-11, 13-22, 24, 26, and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Miller et al. (hereinafter Miller, US Patent Number 5,896,321) in view 
of Malik (US Patent Application Publication Number 2002/0065891). 
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Regarding independent claim 1, Miller discloses a method in which an 
indication that a word has been entered occurs at which point the word is compared 
with words in a list of words (column 7, lines 7-25 of Miller). Miller does not disclose 
that the comparison is used to determine the correct spelling or that two related words 
are entered and only one is checked. However, Malik discloses a method in which an 
entered word is compared to find a match in a list in order to determine if the word is 
spelled correctly or incorrectly (Page 4, paragraphs 0039-0041 of Malik). Malik also 
discloses that a recipient's name and the domain name related to that recipient are both 
entered, and the domain name is compared to a list of words (Figure 4 and Page 3, 
paragraphs 0036-0038 of Malik). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to have combined the methods of Miller and 
Malik because it would have allowed for the reduction of errors due to sending emails to 
the wrong addresses. 

Regarding dependent claim 2, Miller discloses a method that is stored on a 
computer readable medium to be executed by a computer (column 1, lines 10-34 of 
Miller). 

Regarding dependent claim 3, Miller does not specifically disclose a method in 
which the words in question are Proper nouns. However, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have used the 
method on proper nouns because it is notoriously well known that a Proper noun is 
nothing more than a type of word. 
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Regarding dependent claim 4, Miller does not disclose that the word is an 
email name. However, Malik discloses that the word can be an email name (Page 4, 
paragraphs 0039-0041 of Malik). 

Regarding dependent claims 5, Miller discloses a method in which the 
indication is generated upon completion of an entry (column 7, lines 7-25). Miller does 
not disclose that the completion of an entry is based on the resolution of an email name. 
However, Malik discloses a method in which an indication is made when an an item is 
entered into the TO field of an email which would cause a need for resolution (Page 4, 
paragraphs 0039-0041 of Malik). As shown by the applicant's disclosure (Background 
of Invention, paragraph 2) it is well known that upon entry of data into a TO field an 
email is editor will resolve the elements necessary to properly compose the email. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have combined the methods of Miller and Malik because it would have allowed 
for the reduction of errors due to sending emails to the wrong addresses. 

Regarding dependent claim 6-7, Miller does not disclose a method in which 
email names are compared in a list. However, Malik discloses comparing an email 
name to a list of email names, and looking for a match in the list (Page 4, paragraphs 
0039-0041 of Malik). At which point the email address and display name could be 
resolved form the email name. As shown by the applicant's disclosure (Background of 
Invention, paragraph 2) it is well known that upon entry of data into a TO field an email 
is editor will resolve the elements necessary to properly compose the email. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
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to have combined the methods of Miller and Malik because it would have allowed for the 
reduction of errors due to sending emails to the wrong addresses. 

Regarding dependent claim 8, Miller does not disclose a method in which the 
indication is based on information being entered into the TO field. However, Malik 
discloses a method in which an indication is made when an item is entered into the TO 
field of an email (Page 4, paragraphs 0039-0041 of Malik). It would have been obvious 
to one of ordinary skill in the art at the time the invention was made to have combined 
the methods of Miller and Malik because it would have allowed for the reduction of 
errors due to sending emails to the wrong addresses. 

Regarding dependent claim 9, Miller discloses adding the necessary data to 
the word list to expand the knowledge base of the list (column 7, lines 7-25 of Miller). 
Miller does not disclose a method in which the added data is a display name of an 
email. Malik discloses a method in which the list consist of email addresses and as 
shown by the applicant's disclosure (Background of Invention, paragraph 2) it is well 
known that the parts of email address can include email names, display names, and the 
address itself. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have combined the methods of Miller and Malik because it 
would have allowed for the reduction of errors due to sending emails to the wrong 
addresses. 

Regarding dependent claim 10, Miller discloses a method in which the word list 
is a custom dictionary (column 7, lines 7-25 of Miller). 
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Regarding dependent claim 11, Miller discloses a method in which the word list 
is an auto-completion database (column 5, lines 15-51 and column 7, lines 7-25 of 
Miller). 

Regarding independent claim 13, Miller discloses a method in which the word 
list is a custom dictionary (column 7, lines 7-25 of Miller). Miller discloses a method in 
which an indication that a word has been entered occurs at which point the word is 
compared with words in a list of words (column 7, lines 7-25 of Miller). Miller does not 
disclose a method in which the indication is generated in response to the entry of a 
display name in a TO field of an email. However, Malik discloses a method in which a 
entry of a name into a TO field is what causes an indication to start the check (Page 4, 
paragraphs 0039-0041 of Malik). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to have combined the methods of Miller and 
Malik because it would have allowed for the reduction of errors due to sending emails to 
the wrong addresses. 

Regarding dependent claim 14, Miller discloses a method in which an 
indication of a new word is generated by an email program (column 2, lines 6-52 and 
column 7, lines 7-25 of Miller). 

Regarding dependent claim 15, Miller does not disclose a method in which the 
indication is based on information being entered into the TO field. However, Malik 
discloses a method in which an indication is made when an item is entered into the TO 
field of an email (Page 4, paragraphs 0039-0041 of Malik). It would have been obvious 
to one of ordinary skill in the art at the time the invention was made to have combined 
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the methods of Miller and Malik because it would have allowed for the reduction of 
errors due to sending emails to the wrong addresses. 

Regarding dependent claim 16, Miller discloses adding the necessary data to 
the word list to expand the knowledge base of the list (column 7, lines 7-25 of Miller). 
Miller does not disclose a method in which the added data is a display name of an 
email. Malik discloses a method in which the list consist of email addresses and as 
shown by the applicants disclosure (Background of Invention, paragraph 2) it is well 
known that the parts of email address can include email names, display names, and the 
address itself. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have combined the methods of Miller and Malik because it 
would have allowed for the reduction of errors due to sending emails to the wrong 
addresses. 

Regarding dependent claim 17-19, Miller discloses a method in which an 
indication that a word has been entered occurs at which point the word is compared 
with words in a list of words (column 7, lines 7-25 of Miller). Miller does not disclose 
that the comparison is used to determine the correct spelling. However, Malik discloses 
a method in which an entered word is compared to find a match in a list in order to 
determine if the word is spelled correctly or incorrectly (Page 4, paragraphs 0039-0041 
of Malik). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have combined the methods of Miller and Malik because it would 
have allowed for the reduction of errors due to sending emails to the wrong addresses. 
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Regarding dependent claim 20 and 21, Miller discloses a method in which the 
word may have been entered into the body of an email note or a word processing 
document among other things (column 1, lines 35-47 of Miller). 

Regarding dependent claim 22, Miller discloses a method in which the word list 
is an auto-completion database (column 5, lines 15-51 and column 7, lines 7-25 of 
Miller). 

Regarding independent claim 24, Miller discloses a method in which an 
indication is given when a new item is available (column 7, lines 7-25 of Miller). Miller 
does not disclose that the new item is a resolved email name or that a module, spell 
checker, has the name available for extraction. Malik discloses a method in which email 
addresses are entered and the list consists of e-mail addresses (Page 4, paragraphs 
0039-0041 of Malik) and as shown by the applicant's disclosure (Background of 
Invention, paragraph 2) it is well known that the parts of email address can include 
email names, display names, and the address itself. It is well known in the art to use 
cache to store temporary data to be used in the future for processing. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have combined the methods of Miller and Malik because it would have allowed for the 
reduction of errors due to sending emails to the wrong addresses. 

Regarding dependent claim 26, Miller does not disclose a method in which the 
other module is a spell checker. However, Malik discloses a method in which the 
module is a spell-checker (dictionary) (Page 4, paragraphs 0039-0041 of Malik). Malik 
discloses a method in which the list consist of email addresses and as shown by the 
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applicants disclosure (Background of Invention, paragraph 2) it is well known that the 
parts of email address can include email names, display names, and the address itself. 
It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined the methods of Malik and Miller because it would have 
allowed for the reduction of errors due to sending emails to the wrong addresses. 

Regarding dependent claims 28, Miller discloses an auto-completion module 
(column 5, lines 15-51 and column 7, lines 7-25 of Miller). Miller does not disclose that 
the auto-completion module extracts the displayed name from the email name. 
However, Malik discloses a method in which the module is a spell-checker (Page 4, 
paragraphs 0039-0041 of Malik). Malik discloses a method in which the list consist of 
email addresses and as shown by the applicants disclosure (Background of Invention, 
paragraph 2) it is well known that the parts of email address can include email names, 
display names, and the address itself. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to have combined the methods of 
Malik and Miller because it would have allowed for the reduction of errors due to 
sending emails to the wrong addresses. 

9. Claims 12, 23, and 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Miller et al. (hereinafter Miller, US Patent Number 5,896,321) in view 
of Malik (US Patent Application Publication Number 2002/0065891 ) as applied to claims 
9, 13, and 24 above, and further in view of Beauregard et al. (IDS - hereinafter 
Beauregard, US Patent Number, 5,974,413). 
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Regarding dependent claims 12 and 23, neither Miller nor Malik disclose the 
use of a smart tags database. However, Beauregard discloses a method in which 
words can be stored in a semantic database (smart tag) which allows every word to be 
tied to an action (column 4, line 34-column 6, line 20 of Beauregard). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have used the methods of Miller and Malik with the method of Beauregard because it 
would have increased the functionality of words in the system. 

Regarding dependent claims 30, Miller does not disclose a method in which 
the other module is a smart tags database. Malik discloses a method in which the list 
consist of email addresses and as shown by the applicants disclosure (Background of 
Invention, paragraph 2) it is well known that the parts of email address can include 
email names, display names, and the address itself. Beauregard discloses a method in 
which words can be stored in a semantic database (smart tag), which allows every word 
to be tied to an action (column 4, line 34-column 6, line 20 of Beauregard). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to have used the methods of Miller and Malik with the method of Beauregard because it 
would have increased the functionality of words in the system. 

Response to Arguments 

10. Applicant's arguments with respect to claim 1 have been considered but are moot 
in view of the new ground(s) of rejection. 
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1 1 . Applicant's arguments filed 08/06/2004 have been fully considered but they are 
not persuasive. 

Regarding the applicant's arguments in reference to claims 13 and 17-19 as 
being rejected under 35 U.S.C. 112, second paragraph, the rejection of the claims 
under 35 U.S.C. 112 has been maintained because as stated in the rejection of the 
claims, an entered new word is automatically stored in a list, then it is compared to the 
list to see if it exists in the list. At no point is it possible for the word not to exist in the 
list since the word was automatically added to the list one step before, thus rendering 
any spell-checker/auto-completion module completely useless. The claims will be 
interpreted this way until a correction is made. 

Regarding the applicant's arguments in reference to claim 13 as being rejected 
under 35 U.S.C. 103(a), the examiner feels that the combination of Miller and Malik as 
shown in the rejection teaches the claimed invention. Miller discloses a method in 
which an indication is generated when a word is entered and Malik discloses a method 
in which the words that are checked are entered into the TO field of an e-mail, so in 
combination the limitation in question is disclosed as stated in the rejection above. 

Regarding the applicant's arguments in reference to claim 13 as being rejected 
under 35 U.S.C. 103(a), the examiner feels that the combination of Miller and Malik as 
shown in the rejection teaches the claimed invention. Malik discloses an email program 
that in combination with Miller teaches the claimed invention as stated in the rejection 
above. 
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Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua D Campbell whose telephone number is (571) 
272-4133. The examiner can normally be reached on M-F (8:00 AM - 4:30 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon can be reached on (571) 272-4136. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



JDC 

September 29, 2004 




PRIMARY EXAMINER 



